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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments witli respect to tine claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

2. Claims 1 , 3, 7-9, 1 2-1 5, 1 9, 23, 26-30, 33-36, 39-47, 51 -52, and 54-58 are 
rejected under 35 U.S.C. 102(b) as being anticipated by US Pub. No. 20060189272 A1 
to Willenegger etal. 

Regarding claims 1,15, and 23, 30, 33, 47, and 51 , Willenegger discloses a 
terminal, a network element, a system and a method comprising: transmitting, by a 
network element in a wireless communication system (see figs. 1-2, and par. 14), a 
broadcast or multicast message indicating terminal capability requirements (user 
specific data transmission) for point-to-multipoint MBMS service reception in a wireless 
system over an air interface to at least one terminal within the service range (pars. 8-9, 
25, 27-29, and 109) in order to allow the terminal to determine whether it is capable of 
receiving the service or not (pars. 74-80, 198, 232-238, and 264), said requirements 
being indicated in relation to at least one of the following: time slot configuration, 
modulation type, bit rate, and capability class (par. 96). 
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Regarding claim 3, Willenegger discloses the method of claim 1 , wherein it 
further comprises a step wherein said requirements for receiving the service are defined 
(par. 233). 

Regarding claims 7-9, 27, 29, and 39-41 , Willenegger discloses wherein said 
system is substantially GSM /GPRS or UMTS system (par. 23). 

Regarding claims 12-14, 26, 28, 34, 42-46, and 52, Willenegger discloses 
wherein said message is substantially a schedule message, characterized in that said 
schedule message is CBS service specific (par. 137). 

Regarding claims 19, Willenegger discloses the method of claim 15, wherein said 
informed data indicates at least one of the following features supported by said terminal: 
time slot configuration, modulation type, bit rate, and capability class (par. 96). 

Regarding claims 35-36, and 54, Willenegger discloses wherein said network 
element further comprises means for receiving said requirements for point-to-multipoint 
service reception prior to sending said message indicating said requirements (see fig. 2, 
and pars. 27-30). 
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Regarding claims 55-58, Willenegger discloses a computer readable medium 
stored with machine-readable instructions that upon execution by a programmable 
apparatus (par. 14) make the apparatus receive a message indicating requirements for 
point-to-multipoint Multimedia Broadcast/Multicast Service service reception (pars. 22- 
23) and further to determine on the basis of said requirements whether it is capable of 
receiving the service or not (pars. 74-80, 232-238, and 264), said requirements 
indicated in relation to at least one of the following: time slot configuration, modulation 
type, bit rate, and capability class (par. 96). 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 2, 4-6, 11,16, 20, 24-25, 37-38, 48, and 53 are rejected under 35 U.S.C. 103(a) 



as being unpatentable over Willenegger in view of US Patent No. 6,600,917 B1 to 
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Maupin. 

Regarding claims 2, 4-6, 11, 16, 20, 24-25, 37-38, 48, and 53, Willenegger 
discloses the method of claim 1 , however, fails to specify wherein a decision of whether 
to receive the service or not is made in the terminal on the basis of said indication. 
Maupin discloses wherein a decision of whether to receive the service or not is made in 
the terminal on the basis of said indication (col. 8 line 47-col. 9 line 8), wherein further 
comprises a step wherein the service-related data is transmitted in conformity with 
indicated requirements (col.9 lines 8-55), wherein said requirements are indicated in 
said message implicitly with an identifier associated to a certain set of requirements 
(see fig. 5), wherein said requirements are indicated in said message explicitly with 
parameters (see figs. 4-5), message sent by the Center cell broadcast centre or radio 
network controller/base station controller (col. 6 lines 12-18). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the 
disclosure of Maupin in the invention of Willenegger for the purpose of the terminal 
making a decision as to whether to receive service based on obtained information. 

5. Claims 17-18, 21-22, 31-32, and 49-50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Willenegger in view of US Pub. 2002/0071480 A1 to Marjelund. 

Regarding claims 17-18, 21-22, 31-32, and 49-50, Willenegger discloses the 
method above, however, Willenegger fails to specifically disclose wherein said wireless 
communication system is substantially GSM/GPRS or UMTS system, wherein said 
informing is performed over a radio access network that is substantially GERAN or 
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UTRAN, and wherein said point-to-multipoint service is substantially a multicast service, 
characterized in that the air interface in said system is substantially in accordance 
WLAN specifications. Marjelund disclose wherein said system is substantially GSM 
GPRS or UMTS system, wherein said informing is performed over a radio access 
network that is substantially GERAN or UTRAN, and wherein said polnt-to-multipoint 
service is substantially a multicast service, wherein the air interface in said system is 
substantially in accordance WLAN specifications (see fig. 1 , the use multicast service 
and WLAN are well known in the art). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the invention of Willenegger in 
the system of Marjelund for the purpose of meeting with the user's preference. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EMEM STEPHEN whose telephone number is 571 272 
8129. The examiner can normally be reached on 8-5 Mon-Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Appiah can be reached on 571 272 7904. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ES 

11/24/2008 



/Charles N. Appiah/ 

Supervisory Patent Examiner, Art Unit 2617 



